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Art Unit: 3623 

Detailed Action 
Introduction 

1. This is a Non-Final Action in response to the application filed on March 26, 2004. 
Claims 1-18 are pending. 

2. Claims 13-18, which are described as "machine-readable storage medium," are 
interpreted as product claims in light of the inclusion of the term with acceptable forms of 
computer-readable medium (i.e., "embodied in tangible media, such as floppy diskettes, CD- 
ROMS, hard drives, or any other machine-readable storage medium...") as described in ^| 30 
of the Detailed Description of the invention. 

Claim Refections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

Claims 1-12 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 1-6 are rejected because the claim recites a "system," but it fails to recite the 
any associated structure of the apparatus. The body of claim 1 recites various "modules" 
which constitute software per se. Therefore claim 1 and the subsequent dependent claims 
are directed to non-statutory subject matter. 

Claims 6-12 are directed to a method but do not recite a particular machine. In 
order for a method to be considered a "process" under § 101, a claimed process must either: 
(1) be tied to a particular machine or (2) transform an article to a different state or thing 
Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972). If neither of these requirements is met by the 
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claim, the method is not a patent eligible process under §101 and is non-statutory subject 
matter. Since claims 7-12 fail to recite a particular machine to accomplish the method set 
forth, the claims merely recite mental steps which is non-statutory. 

Claim Rejections - 35 USC § 112 
3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

Claims 1-6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The preamble claim 1 recites "a system for balancing production capacity between 
different production technologies," the system comprising various features. The body of the 
claim, however, is not commensurate with understood definition of a system or apparatus 
because the various recited elements fail to provide any structure and merely recite 
functionally descriptive material and abstract ideas. More specifically, the body of the claim 
recites various "modules" for performing steps which constitute software per se, which is 
non-statutory subject matter. It is thereby unclear what structure the system is comprised of 
and how the various features combine to form a system or apparatus. 

Claim Refections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international applicant >n tiled under the treat \ defined in section 35 I fa; shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international 
application designated the Tnited States and was published under Article 21(2) of such treaty in the English 
language. 
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4. Claims 1-4, 7-11, and 13-16 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Wang et al., U.S. Patent Application Publication No. 2005/0038684 (hereinafter 
"Wang"). 

The applied reference has a common assignee with the instant application. Based 
upon the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing 
under 37 CFR 1.132 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not the invention "by another," or 
by an appropriate showing under 37 CFR 1.131. 

Concerning claims 1, 7, and 13, Wang discloses a system and method for balancing 
production capacity between different production technologies, comprising: 

an order management module to receive a first order, and generate a dummy order 
corresponding to the first order (Fig. 1, Ele. 122, discussed at [0042]; See also 
[0033]); 

a reservation module to reserve a first capacity of a first production technology for 
the first order and a second capacity of a second production technology for 
the dummy order (Fig. 1, Ele. 121, discussed at [0042]; "allocation planning 
module" which reserves capacity according to a machine-time based plan 
[0034]); and 

a capacity management module to cancel the first order and direct the dummy order 
to substitute the first order if a second order requesting the first production 
technology is received, and release the first capacity to fulfill the second 
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order ([0034-35], (i.e., decreases reservation capacity depending on machine 
time based plan). 

Concerning claims 2, 8, and 14, Wang discloses further wherein the second order is 
received before a cut off date for a capacity management cycle (See [0035 and 0045], wherein 
[0035] receives a purchase order for the product. 

Concerning claims 3, 9, and 15, Wang further discloses wherein the capacity 
management module further cancels the dummy order and releases the second capacity if the 
second order is not received before the cut off date for the capacity management cycle 
[0035], (i.e., rejects an order sent from other customers before the cutoff date). 

Concerning claims 4, 10, and 16, The system of claims 1, 7, and 13 further comprising a 
production line to manufacture products of the first order using the second capacity, and 
manufacture products of the second order using the first capacity [0036-0038], i.e., utilizing a 
swap mechanism). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described us sei forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
uri are such thai the subject mailer as a whi >lc \v< mid have been obvious 111 the time the invention was made 
to a person having ordinarj skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 5, 6, 11, 12, 17, and 18 are provisionally rejected under 35 U.S.C. 
103(a) as being obvious over copending Application No. 10/ 640,776 which has a 
common assignors with the instant application in view of C^atay, "Tool Capacity 
Planning in Semiconductor Manufacturing," August 2003, Computers & Operations 
Research, Vol. 30, No. 9, pp. 1349-1366 (hereinafter "Qatay"). Based upon the 
earlier effective U.S. filing date of the copending application, it would constitute 
prior art under 35 U.S.C. 102(e) if published or patented. This provisional rejection 
under 35 U.S.C. 103(a) is based upon a presumption of future publication or 
patenting of the conflicting application. 

This provisional rejection might be overcome either by a showing under 37 CFR 
1.132 that any invention disclosed but not claimed in the copending application was derived 
from the inventor of this application and is thus not the invention "by another," or by a 
showing of a date of invention for the instant application prior to the effective U.S. filing 
date of the copending application under 37 CFR 1.131. This rejection might also be 
overcome by showing that the copending application is disqualified under 35 U.S.C. 103(c) 
as prior art in a rejection under 35 U.S.C. 103(a). See MPEP § 706.02(1)(1) and 
§ 706.02(1)(2). 

Concerning claims 5, 11, anil 17, Wang discloses the system of claims 1, 7, and 13 as 
disclosed therein. However, Wang does not explicitly teach the method of including an 
accounting unit to calculate a product discount. (,latay teaches a semiconductor 
manufacturing capacity planning method utilizing discounting to bias operation order (Catay, 
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Table 1, p. 1353, i.e. C ri j, discounted operating cost of each tool of type i to process 
operation ) in period t). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to utilize discounting as taught in Catay in the system executing the method of 
Wang. Both methods aim to solve the same problems. As in the subject application, 
Catay's method seeks to offer a solution to the problem of planning capacities when both 
new and old semiconductor products are simultaneously fabricated. Thus, the invention as a 
whole would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made. 

Concerning claims 6, 12, and 18 The system of claims 1, 7, and 13 wherein the first 
production technology is more advanced than the second production technology (Catay, p. 
1351, i.e., newer and older tools, wherein 1) newer more efficient tools are "normally capable 
of processing advanced products, as well as older products, and 2) older tools can usually 
only process older products and could require longer processing times." 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIPHANY B. DICKERSON whose telephone number is 
(571)270-7048. The examiner can normally be reached on M-F 7:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571)272-6737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 

TIPHANY B. DICKERSON 
Examiner 
Art Unit 3623 
January 8, 2009 

/Beth V. Boswell/ 

Supervisory Patent Examiner, Art Unit 3623 



